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Detailed Action 

1. Claims 1-32 are presented for examination. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted 5/05/2004 and 5/10/2004 are in 
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is 
being considered by the examiner. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 23-32 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

Regarding claim 23, Applicant is seeking to patent a computer program product for use with a 
computer system, the computer program product comprising a computer useable medium having 
embodied therein program code. The computer program product does not comprise any hardware and 
does not store data. The computer program product embodies program code, which may be interpreted as 
software or signal per se, i.e. signal or software embodying code. The claimed invention of the computer 
program product does not meet one of the four categories of invention and is not statutory. Specifically, 
computer program product is not a series of steps or acts and thus is not a process. Computer program 
product is not a physical article or object and as such is not a machine or manufacture. Computer 
program product is not a combination of substances and therefore not a composition of matter. 

Regarding claim 28, Applicant is seeking to patent a computer data signal embodied in a carrier 
wave. The claimed invention of a computer data signal embodied in a carrier wave does not meet one of 
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the four categories of invention and is not statutory. Specifically, computer data signal embodied in a 
carrier wave is not a series of steps or acts and thus is not a process. Computer data signal embodied in a 
carrier wave is not a physical article or object and as such is not a machine or manufacture. Computer 
data signal embodied in a carrier wave is not a combination of substances and therefore not a composition 
of matter. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1, 10, 18-19, 23-24, 28-29 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kalfas, US Publication #2004/0199598 (Kalfas hereinafter). 

7. As per claim 1, Kalfas teaches the invention as claimed including a method of communicating 
with a user of a processor-based device over a network, the method comprising: 

providing a body-less electronic mail message having a subject line (Paragraphs 0032; 0034. 
Subject field. Examiner considers the term "body-less" as content only in the header of the message.); 

receiving a text message into the subject line of the body-less electronic mail message (Paragraph 
0034. Complete message in the subject field.); and 

transmitting the body-less electronic mail message to the user over the network (Paragraph 0032. 
Header field utilized for routing message to recipient. Paragraph 0038. The complete message in the 
subject field in inbox of user.). 
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8. As per claim 10, Kalfas teaches the invention as claimed including a computing system, 
comprising: 

a display screen; an input device; a network interface (Paragraphs 0043; 0057. User composes 
email and sends email. Display screen, input device, and network interface are inherent.); and 

a processor running an electronic mail program to present to a user on the display screen a body- 
less electronic mail message having a subject line (Paragraphs 0032; 0034. Subject field. Examiner 
considers the term "body-less" as content only in the header of the message. Processor is inherent to use 
email program.), wherein the user operates the input device to enter a text message into the subject line of 
the body-less electronic mail message (Paragraph 0034. Complete message in the subject field.), and the 
network interface transmit the body-less electronic mail message having the text message in the subject 
line over a network (Paragraph 0032. Header field utilized for routing message to recipient. Paragraphs 
0038. The complete message in the subject field in inbox of user.). 

9. As per claims 1 8, 23, and 28, Kalfas teaches the invention as claimed including an apparatus and 
computer program product for communicating with a user of a processor-based device over a network, the 
apparatus comprising: 

means for providing a body-less electronic mail message having a header (Paragraphs 0032-033. 
Header. Examiner considers the term "body-less" as content only in the header of the message.); 

means for recording a temporal sequence of one or more text messages into the header of the 
body-less electronic mail message (Paragraph 0034. Complete message in the subject field); and 

means for transmitting the body-less electronic mail message to the user over the network 
(Paragraph 0032. Header field utilized for routing message to recipient. Paragraphs 0038. The complete 
message in the subject field in inbox of user.). 
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1 0. As per claims 19, 24, and 29, Kalfas teaches the apparatus of claim 1 8, further comprising means 
for displaying the body-less electronic mail message as a line item in a mailbox view and for displaying 
the entire temporal sequence of one or more text messages while in the mailbox view (Paragraphs 0037- 
0038. List of emails. Message is displayed in subject column. No need to open message.). 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 2, 6, and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kalfas, in 
view of obviousness. 

13. As per claims 2 and 11, Kalfas does not specifically teach the method of claim 1, wherein the 
subject line of the body-less electronic mail message includes one or more other text messages taken from 
a subject line of a previous body-less electronic mail message. 

However, it would have been obvious to one of ordinary skill in the art that a user may retype the 
text of a previous subject in the subject line, i.e. text of a previously received message, and send the 
message, which would result in the subject line having the text of the previous message and indicate the 
subject matter to a receiving user. Furthermore, it is well known in the art that responding to message 
may be result in the text "re:" followed by previous subject matter. 
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14. As per claim 6, Kalfas does not specifically teach the method of claim 1, further comprising 
inserting a delimiter into the subject line to separate the text message from a previous text message 
currently included in the subject line. 

However, Kalfas taught of typing a message into the subject, and it would have been obvious to 
one of ordinary skill in the art that a user may type a symbol such as ":", "/", other types of characters or 
symbols to separate and organize texts in a message including texts from a previous message. 

1 5. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kalfas, in view of Szeto et 
al. US Publication #2004/0215721 (Szeto hereinafter) and Rukman, US Publication #2004/0185883 
(Rukman hereinafter). 

1 6. As per claim 3, Kalfas does not specifically teach the method of claim 1 , wherein the subject line 
of the body-less electronic message includes one or more other text messages taken from a chat 
conversation converted into a format of a body-less electronic mail message. 

Szeto teaches of converting an instant message into an e-mail message (Paragraph 0036). 

17. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
modify the teachings of Kalfas with the teachings of Szeto to convert an instant message into the email 
message such as the format of the message in Kalfas. The motivation for the suggested modification is 
that Szeto's teachings would allow instant messaging between an email user and instant messaging user 
(abstract). 

1 8. Kalfas and Szeto still do not specifically teach that the subject line of the body-less electronic 
message includes one or more other text messages taken from the chat conversation. 
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Rukman teaches of converting a SMS message into a MMS message, which can be used to send 
an email, wherein the text of the SMS message is included in the subject line of the MMS message 
(Paragraph 0006; 0044). 

19. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the suggested system of Kalfas and Szeto with the teachings of Rukman to convert a first 
message format into a second message format, wherein the text of the first message is included in the 
subject line of the second message. The motivation for the suggested modification is that Rukman's 
teachings would allow identification of the message in the subject header, and still allow the recipient to 
only check the content in the header in communication between different formats. 

20. Claims 4 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kalfas, in view 
of Whittle et al. US Publication #2005/0050462 (Whittle hereinafter). 

21 . As per claims 4 and 12, Kalfas teaches the method of claim 1, further comprising receiving the 
body-less electronic mail message over the network, displaying the body-less electronic mail message on 
a display screen as a line item in a mailbox view (Paragraph 0037. List of email messages.). Kalfas does 
not specifically teach of displaying on the display screen an entire contents of the subject line when a 
cursor is positioned over a subject column of the line item. 

Whittle teaches of positioning a pointer over a text to cause the entire partition of the text to be 
displayed (abstract; paragraph 0023). 

22. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the teachings of Kalfas with the teachings of Whittle to implement a system wherein 
positioning a pointer over a text, such as text of a subject line, causes the entire portion of the text to be 
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displayed. The motivation for the suggested modification is that Whittle's teachings would allow users to 
efficiently view content and optimize the use of space on a window (Paragraph 0020; 0022). 

23. Claims 5, 13, 20, 25, and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kalfas, in view of Lenoir, US Patent #7,231,082 (Lenoir hereinafter). 

24. As per claims 5 and 13, Kalfas teaches the method of claim 1, further comprising receiving the 
body-less electronic mail message over the network, displaying the body-less electronic mail message on 
a display screen as a line item in a mailbox view having a column for the subject line (Paragraph 0037. 
Display listing of email messages). Kalfas does not specifically teach of displaying on the display screen 
a scroll bar arrow at one end of the subject line column, when a cursor is positioned over the subject 
column of the line item, for horizontally scrolling through the contents of the subject line. 

Lenoir teaches of horizontal scroll bar at the end of a column for scrolling through the contents of 
the column (col. 11, lines 25-30. Pointer/cursors are inherent, and the horizontal scroll bar is displayed 
when a cursor is positioned on the column.). 

25. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the teachings of Kalfas with the teachings of Lenoir to implement a horizontal scroll bar at the 
end of a column for scrolling through the contents of the column. The motivation for the suggested 
modification is that Lenior's teachings would allow a user to view the contents in a column, such as the 
subject, that is out of the viewing area. 

26. As per claims 20, 25, and 30, Kalfas teaches the apparatus of claim 1 8, further comprising means 
for displaying the body-less electronic message as a line item in a mailbox view (Paragraph 0037. List of 
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email messages.). Kalfas does not specifically teach of horizontally scrolling through the sequence of one 
or more text messages while in the mailbox view. 

Lenoir teaches of horizontal scroll bar at the end of a column for scrolling through the contents of 
the column (col. 11, lines 25-30). 

27. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the teachings of Kalfas with the teachings of Lenoir to implement a horizontal scroll bar for 
scrolling through the contents of the column in the mail box view. The motivation for the suggested 
modification is that Lenior's teachings would allow a user to view the contents, such as the subject, that is 
out of the viewing area. 

28. Claims 7-9, 14-17, 21-22, 26-27, and 31-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kalfas, in view of Szeto. 

29. As per claims 7, 14, 21, 26, and 31, Kalfas teaches the method of claim 1, further comprising 
converting the body-less electronic mail message to an online electronic chat conversation. 

Szeto teaches of converting an e-mail message into instant message (Paragraphs 0041-0042). 

30. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
modify the teachings of Kalfas with the teachings of Szeto to convert an email message such as the format 
of message in Kalfas into the instant message. The motivation for the suggested modification is that 
Szeto's teachings would allow instant messaging between an email user and instant messaging user 
(abstract). 

31. As per claims 8, 1 5, 22, 27, and 32, Kalfas does not specifically teach the method of claim 1 , 
further comprising converting a chat conversion into a body-less electronic mail message. 
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Szeto teaches of converting an instant message into an e-mail message (Paragraph 0036). 

32. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
modify the teachings of Kalfas with the teachings of Szeto to convert an instant message into the email 
message such as the format of the message in Kalfas. The motivation for the suggested modification is 
that Szeto's teachings would allow instant messaging between an email user and instant messaging user 
(abstract). 

33. As per claim 9, Kalfas does not specifically teach the method of claim 1 , further comprising 
displaying on a user interface a chat-like graphical window for engaging in synchronous chat in response 
to receiving the body-less electronic mail message over the network. 

Szeto teaches of engaging in instant messaging in response to receiving an email (Paragraphs 
0036; 0043. Displaying a window such as an application is inherent to read and write messages. It is also 
inherent that instant messaging is done in real time.). 

34. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
modify the teachings of Kalfas with the teachings of Szeto to engage in instant messaging in response to 
receiving an email. The motivation for the suggested modification is that Kalfas' teachings would allow 
instant messaging between an email user and instant messaging user (abstract). 

35. As per claim 16, Kalfas does not specifically teach the computing system of claim 10, wherein 
the network interface communicates with the network over one of a wired and wireless connection. 

Szeto teaches of network connection over a wired and/or wireless media (Paragraph 0045). 

36. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
modify the teachings of Kalfas with the teachings of Szeto to implement network connection over a wired 
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and/or wireless media. The motivation for the suggested modification is that Kalfas' teachings would 
enhance the capability of Szeto's system by allowing communication over different types of media. 

37. As per claim 1 7, Kalfas does not specifically the computing system of claim 1 0, wherein the 
computing system is one of a computer, a workstation, a personal digital assistance, a cellular telephone, 
and an online gaming platform. 

Szeto teaches of the client device including a computer, pda, laptop, or a mobile phone 
(Paragraph 0045). 

38. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
modify the teachings of Kalfas with the teachings of Szeto for the client device to include a computer, 
pda, laptop, or a mobile phone. The motivation for the suggested modification is that Kalfas' teachings 
would allow Kalfas' system to operate in different types of devices commonly owned by users, which 
would increase usability. 

Conclusion 

39. A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. 

40. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Joshua Joo whose telephone number is 571 272-3966. The examiner can normally be 
reached on Monday to Thursday 8AM to 5PM and every other Friday. 

41 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Nathan J. Flynn can be reached on 571 272-1915. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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42. Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://o^ir- 
direct.uspto.gov. Should you have questions on access to the Private PAIR^sygfoJ^^^^T^ Electronic 
Business Center (EEC) a, 86M17-9197 (toll-free). SUPERtfiS^T^EXAMINER 



July 20, 2007 
JJ 



